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Qpi nion by Cissel, Adm nistrative Trademark Judge:

On Decenber 17, 1996, the above-referenced application
was filed to register the mark “REMOTE DESKTOP” on the
Principal Register for a “conputer program which provides
renote view ng, renote control, comruni cations and software
agent distribution within personal conputer systens and
across conputer network systens,” in Class 9. The

application was based on applicant’s claimof first use of
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the mark on Novenber 15, 1994, and use in interstate
commerce since January 15, 1995.

The Exami ning Attorney refused registration under
Section 2(e)(1) of the Lanham Act on the ground that the
term applicant seeks to register is nerely descriptive of
the goods identified in the application. Noting that
“[r]enote control software allows the user to have contro
over another conputer that may not be nearby,” and that “a
desktop is an image on the screen of the conputer that
resenbl es a desktop,” she concluded that the term sought to
be registered “nmerely describes a feature of the goods.”
She stated that “[t]he termis used in the conputer
industry to refer to using a conputer by renote control.”

Included with the refusal to register were photo-
copies froma glossary of conputer term nol ogy wherein the
word “desktop” is defined as “an on-screen representation
of a desktop. The wi ndowi ng capabilities built into
graphi cal user interfaces (GJs) provide a ’virtual
desktop,’” in which the user views an infinite desktop ful
of docunments. Both the Macintosh and Wndows use this
nmet aphor, but the Mac nore closely sinulates a real
desktop.” The term “renote control software” is defined as
“software, installed in both machi nes, that allows a user

at a local conputer to have control of a renote conputer
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via nodem Both users run the renote conputer and see the
sane screen. Renpte control operation is used to take
control of the unattended desktop personal conputer from a
renote |location as well as to provide instruction and
techni cal support to renpte users.”

Al so submtted in support of the refusal to register
were excerpts retrieved fromthe Nexi s® dat abase of
peri odi cal publications wherein the term“renote desktop”
appears in the text of a variety of articles. The first
article discusses applicant’s software in connection with
the earnings of applicant’s predecessor. The article
states that the business wote off several mllion dollars
“fromin-process research and devel opnent related to the
acqui sition of the renote desktop product line.”

O her exanples of the use of the term“renote
desktop[s]” shown in these excerpts are as foll ows:

...in the upcom ng Novell application |auncher,
which lets network users launch applications onto
renot e deskt ops.

...Unicenter TNG which enables clients to nonitor
and adm nister |IT resources in a consistent manner
fromall types of |ocal and renote desktops, including
Sol ari s workstations and NCs.

M S Deskt op managenent on the Net PC is provided
by Intel’s LANDesk Client Manager (LDCM 3.1, for

renot e desktop managenent and hardwar e/ soft ware asset
i nventory.
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The client contains mniml information for
booti ng the renote desktop, establishing a server
connection and providing a user interface.

Entire security appliances can be configured and
managed from one | ocal or renote desktop.

...a ProShare Conferencing Video System 200 vi deo
card, canera, m crophone and coder/decoder software
that connects the renpte desktop and instructor via an
| SDN | i ne.
and

W nd communi cati ons software or nodens were
i ncluded, we tested how easy it was to send and
receive the-mail, hook up to renote desktops, and
connect to the Web.

Applicant responded to the refusal to register by
argui ng that “REMOTE DESKTOP” is not nerely descriptive of
the goods set forth in the application because it does not
describe any particular feature or characteristic of
applicant’s software. Applicant argued that the evidence
submtted by the Exam ning Attorney does not support the
refusal of registration because it shows “REMOTE DESKTOP”
either in reference to applicant’s own software or in
connection with accessing renpte conputers, but not as a
descriptive termfor software which allows renote access to
conput ers.

The Exam ning Attorney was not persuaded by

applicant’s argunents, and in the second O fice Action, she

made final the refusal to register under Section 2(e)(1) of
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the Act. Attached to the final refusal to register were

copi es of additional conputer dictionary definitions and
nore excerpts retrieved fromthe Nexi s® database. The word
“renote” is defined as neaning “not in the i mediate
vicinity, as a conputer or other device |ocated in another
pl ace (room building, or city) and accessible through sone
type of cable or conmunications link.” The term “desktop”
is defined as neaning “an on-screen work area that uses
icons and nmenus to sinulate the top of a desk. The desktop
is characteristic of the Apple Macintosh and of w ndow ng
prograns such as M crosoft Wndows.”

Exanpl es of the excerpts fromthe database of
publications are as foll ows:

Digital’s dientWrks renpote desktop managenent
interface software also is present. Anong ot her
things, it tracks inventory and provi des enough
i nformation for upgrade...

I ntegrated Local and Renpte Desktop Cient
Manageabi | i t y—Reduces the total cost of PC ownership
t hrough | ocal and renote network systens nanagenent ...

...which offers the prospect of software tools
that may solve the kind of renote desktop nmanagenent
probl ens that Java NCs are designed to attack...

.users no longer need to start an entire renote
desktop in order to run nmultiple renote applications
within the same sessi on.

..ZENwor ks wi Il allow policy-based software

distribution and facilitate renote desktop nanagenent
and mai nt enance.



Ser No. 75/218, 102

...gives a conplete end-to-end review which cuts
across the entire Intranet, fromcentralized servers
to | ocal and renote desktops.

and

Hal lmark is installing Mcrosoft Corporation’s
Syst ens Managenent Server for renote desktop

managenent .
Still other exanples include use of the termin
connection with “handling renote desktop control”; “gaining

control of a renote desktop”; providing “renpte desktop
configuration and managenent”; “the renote desktop
protocol ”; “using renote desktop access to cut support
costs”; “the latest in renote desktop nanagenent
functionality”; “renote-desktop connections”; tracking
“renote desktop control”; and setting preferences “froma
renot e desktop.”

The applicant responded to the final refusal to
regi ster the mark under Section 2(e)(1) of the Act by
anendi ng the application to seek registration on the
Suppl enent al Regi ster.

The Exam ning Attorney responded to this anmendnent by
refusing registration on the Suppl enental Register under
Section 23 of the Lanham Act on the ground that the termis
i ncapabl e of identifying applicant’s goods and
di stingui shing themfromthose of others. She held that

“REMOTE DESKTOP” is a generic term the apt or conmon
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descriptive nane for applicant’s products, and as such, is
prohi bited fromregistration on the Suppl enental Register.
Applicant responded with argunent that the termit
seeks to register is not generic for the conputer software
on which applicant uses the termas a trademark. Applicant
argued that its mark is capable of distinguishing its goods
and that the Exam ning Attorney had not met her burden of
denonstrating that the mark is generic. Attached as
exhibits to applicant’s response where the results of a
conput er search of on-line dictionaries, including forty-
three dictionaries devoted to conputer-related terns and
phrases, showing no listing for the term“renote desktop.”
Also submtted as an exhibit to applicant’s response was a
printout froma private database of trademark registration
information. The printout indicates that sixteen federal
trademark registrations for conputer software products
i nclude the word “desktop” w thout a disclaimer of that
term and that thirty-two conputer software product
trademar ks which include the word “renote” have been
regi stered without a disclainmer of that word. Applicant
argued that just because its mark consists of two generally
recogni zed words used in the conputer field does not nean
that the mark in its entirety should be considered to be

i ncapabl e of identifying applicant’s goods and
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di stingui shing themfromsimlar products which emanate
from ot her sources.

The Exam ning Attorney was not persuaded by
applicant’s evidence or argunents. In her fourth Ofice
Action, she nade final the refusal to register on the
Suppl enental Register. Attached to this final refusal were
copies of the text fromthe specinmen submtted by applicant
with the application as filed and copies of six pages
apparently fromvarious Internet sites, wherein the term
“renot e desktop” appears in connection with information
about conputers. The term appears as part of phrases such
as “renote desktop configuration,” “renote desktop
managers,” “renote desktop protocol,” and, under the
headi ng of “REMOTE MANAGEMENT,” a specific reference to
applicant’s software is made by using the mark sought to be
regi stered.

Applicant tinmely filed a Notice of Appeal. Both
applicant and the Exami ning Attorney filed briefs on
appeal , but applicant did not request an oral hearing
before the Board.

The sol e issue before us in this appeal is whether
the term applicant seeks to register, “REMOTE DESKTOP,” is
generic in connection with the product specified in the

application, a “conputer program which provides renote
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view ng, renote control, comuni cations and software agent
distribution within personal conputer systens and across
conputer network systens.” Wiile we find this to be a

cl ose case, after careful consideration of the evidence and
argunents of record in this appeal, we find that the
Exam ni ng Attorney has not net her substantial burden in
establishing that this mark is unregistrable on the

Suppl enent al Regi ster because it is incapable of
identifying and di stinguishing applicant’s goods.

As the applicant points out, the Exam ning Attorney
bears a significant burden when refusing registration on
the ground that a mark is generic. She is required to
produce a “substantial showi ng” based on “cl ear evidence of
generic use” in order to establish that the termin
guestion is unregistrable on the Supplenental Register. In
re Merrill Lynch, Pierce, Fenner, and Smth, Inc., 828 F.2d
1567, 4 USPQ2d 1141, 1143, (Fed. Cr. 1987). Any doubt as
to whether the termis capable of identifying and
di stingui shing the products of an applicant nust be
resolved in favor of the applicant. In re Gand
Met ropol i tan Foodservice, Inc. 30 USPQ2d 1974 (TTAB 1994).

Al t hough the Exami ning Attorney cited the proper test
for genericness as the one laid out by the Court of Appeals

for the Federal Circuit in H Mrvin Gnn Corp. v.
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I nternational Association of Fire Chiefs, Inc., 782 F.2d
987, 228 USPQ 528 (Fed. Cir. 1986), the evidence of record
in this appeal does not support her contention that the

el enents of this test for genericness have been net.

The test is well known. First we nust determne the
genus of goods or services in connection with which the
mark is used. 1d. At 530. The second part of a test is to
resol ve whether the termsought to be registered is
understood by the relevant public as referring primarily to
that genus of the goods or services. Id. It is the
Exam ning Attorney’s responsibility to provi de evidence
whi ch denonstrates that the principal significance of the
termis as an indication of the nature or class of the
particul ar product. Featherconbs, Inc. v. Solo Products
Corp., 306 F.2d 251, 134 USPQ 209 (2d Cr. 1962).

Instead of identifying the genus of goods that the
mark is used for, i.e., renote control software, the
Exam ning Attorney sinply recites the goods as they are
identified in the application. Then she contends that the
mark is recogni zed by people who purchase conputers as a
generic termfor the goods, but the evidence of record
fails to establish that the termapplicant seeks to
register is used or understood by anyone in the field of

conputers as the generic nane for software of the type
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specified in the application, i.e., renote control

software. It is clear fromthe evidence of record that
“renot e desktop” can be used to refer to a conputer which

i s not physically near another conmputer or to the on-screen
display of a renote conputer, but this record does not
contai n evidence which establishes that “REMOTE DESKTOP” is
used generically in reference to applicant’s software.
“Renpte access software” and “renote control software”
woul d appear to be generic terns for this kind of conputer
program but the Exam ning Attorney has not shown that the
“REMOTE DESKTOP” is used, or is needed to be used, by
anyone as a nane for the kind of software that all ows
renote access to a conputer.

In summary, although the mark sought to be registered
undoubt edly highly descriptive of the goods specified in
the application wthin the nmeaning of Section 2(e)(1) of
t he Lanham Act, our doubts regardi ng whether the evidence
of record establishes that this termis generic for this
ki nd of software nmust be resolved in favor of the
applicant. Accordingly, registration on the Suppl enental

Regi ster is justified.EI

1'On adifferent record, in an inter partes context, we m ght
reach a different concl usion.
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Deci sion: The refusal to register on the Suppl enent al

Regi ster is reversed.
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